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DETAILED ACTION 
Claim Objections 

1 Claims 1 , 5, 7 and 1 0 are objected to because of the following informalities: 
At claims 1 , 5 and 7 the ATCC accession number designation has been left 

blank. 

At Claim 10 line 2, the term "of:" should be - of --. 
Appropriate correction is required. 

Claim Rejections - 35 USC §112 

2. The following is a quotation of the second paragraph of 35 U.S.C. § 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter, which the applicant regards as his invention. 

3. Claims 6, 7, 10, 11, 14, 15, 18, 19, 23, 24, 25, 27, 28, 29, 31 and 32 are rejected 
under 35 U.S.C. § 112, second paragraph, as being indefinite for failing to particularly 
point out and distinctly claim the subject matter which applicant regards as the 
invention. 

At Claim 6, the term "protoplasts" lacks proper antecedent basis in Claim 5. 

At Claims 7, 1 1 , 15, 19, 24, 28 and 32, the phrase "capable of expressing" is 
indefinite and does not state that anything is expressed. 

At Claims 10, 14, 18, 23, 27 and 31, the phrase "The maize plant breeding 
program" lacks proper antecedent basis in the preceding claims from which they 
depend, drawn to a "method" rather than a "breeding program". 

At Claims 11, 15, 19, 24, 28 and 32, the phrases "exceptional yield ability", "high 
quality", "above average Gray Leaf Spot tolerance", "good tolerance to Fusarium Ear 
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Rot" and "particularly suited" are relative and do not state the metes and bounds of the 
claimed invention. 

At Claims 25 and 29, the phrase "A hybrid maize plant according to claim 20" is 
indefinite and should recite - The hybrid maize plant... -. 

Claim Rejections - 35 USC § 103 
A. The following is a quotation of 35 U.S.C. § 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 1-32 are rejected under 35 U.S.C. § 103(a) as being unpatentable over 
Cunnyngham (US Patent 6,087,564, filed 13 February 1998). 

Cunnyngham teaches the hybrid maize plant 34P93 and seed having white 
kernel and cob color, dark green leaves and light green silk color (columns 11-14). In 
addition, Cunnyngham teaches a method for developing a maize plant in a maize plant- 
breeding program using the hybrid maize plant 34P93 (Claim 12). 

Cunnyngham does not teach the hybrid maize seed designated 33T17 
specifically. 

Hence, it would have been prima facie obvious for one of ordinary skill in the art 
at the time of Applicant's invention to use the teachings of Cunnyngham to develop the 
hybrid maize of the instant application. Given the similar characteristics between the 
hybrid maize plant 34P93 of Cunnyngham and that of the instant invention, one of skill 
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in the art would have been motivated to transfer into the hybrid maize plant of 
Cunnyngham other characteristics that would be desirable in a hybrid maize plant. 

Claim Rejections - 35 USC § 102 

6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. § 1 02 
that form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for patent by another filed in the 
United States before the invention thereof by the applicant for patent, or on an international application 
by another who has fulfilled the requirements of paragraphs (1 ), (2), and (4) of section 371 (c) of this 
title before the invention thereof by the applicant for patent. 

7. Claims 11, 15, 19, 24, 28 and 32 are rejected under 35 U.S.C. § 102(e) as 
anticipated by or, in the alternative, under 35 U.S.C. § 103(a) as obvious over 
Cunnyngham (US Patent 6,087,564, filed 13 February 1998). 

Cunnyngham discloses a hybrid maize plant having good tolerance to Fusarium 
Ear Rot and high quality (columns 11-14). The prior art plant differs from the claimed 
plant only in its derivation from the plant of claim 2. 

However, it is unclear how far removed the ancestor of claim 2 is from the claimed 
maize plant. Because such a maize plant could be many generations removed from the 
hybrid maize plant 33T17 Wherein 33T17 genetic material is lost with each generation, 
the claims essentially read on any maize plant having only two 33T17 traits. See In re 
Thorpe, 227 USPQ 964, 966 (Fed. Cir. 1985), which teaches that a product-by-process 
claim may be properly rejectable over prior art teaching the same product produced by 
a different process, if the process of making the product fails to distinguish the two 
products. 
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Conclusion 



8. No claims are allowed. 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to David H. Kruse, Ph.D. whose telephone number is (703) 
306-4539. The examiner can normally be reached on Monday to Friday from 8:00 a.m. 
to 4:30 p.m. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Dr. Paula Hutzell can be reached at (703) 308-4310. The fax telephone 
number for this Group is (703) 308-4242 or (703) 305-3014. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the William Phillips whose telephone number is (703) 
305-3419. 



DAVID T. FOX 
PRIMARY EXAMINER 
GROUP 186-/^ 3 £ 



David H. Kruse, Ph.D. 
29 June 2001 




